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This is a decision on appeal fromthe exam ner’s
final rejection of clains 1, 2, 4, 7-9, 19, 45 and 46 and from

t he

exam ner’s refusal to allowclainms 3, 14, 15 and 20 as anended
in the after final anmendment, Paper No. 53, filed Decenber 18,
1998. dainms 13, 21-23, 26, 28-31, 34-39 and 44 stand

al | oned, and

clains 10 and 11 are objected to as bei ng dependent on a

rej ected base claimand according to the exam ner woul d be
allowable if rewitten in independent form Cains 5 6, 12,

16-18, 24, 25, 27, 32, 33 and 40-43 have been cancel ed.

BACKGROUND

Appel lants’ invention relates to a surgical stapling
apparatus including a first handle nmenber (30) with a jaw
menber (33) having a staple-retaining nmenber (90) and a second
handl e nenber (10) with a jaw nenber (14) having an anvil
(16). The handl e nenbers are pivotally connected to each

other (at 50). The apparatus further includes a staple pusher
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(70) adapted to advance staples into contact wwth the anvil to
secure tissue, and a trigger (60) being operatively connected

with the staple pusher when the jaw nenbers are in the closed

position and the trigger being noved from operative connection
to an inoperative associa- tion with the staple pusher in

response to novenent of the jaw

menbers fromthe closed to an open position (claiml).

| ndepend- ent claim45 recites a surgical stapling apparatus
wherein the trigger assenbly (60) is slidably connected to the
second handl e

(10) and has a distal portion (58) engageable with an angl ed
canmm ng portion (86) of actuator lever (80) in the closed
position of the anvil and staple nmagazine to facilitate
actuation of the staple pusher and said distal portion of said
second handl e bei ng di sengaged with the angled canm ng portion
in response to novenent of said anvil and staple nagazine to

an open position to prevent actuation of the staple pusher.
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The prior art references of record relied upon by
the examner in rejecting clains 1-4, 7-9, 14, 15, 19, 20, 45

and 46 are:

Fi scher 960, 300 June 7,

1910

d son 2,853,074 Sept. 23, 1958
Takar o 3, 269, 631 Aug. 30, 1966

The following rejections are before us for review!?
Claim45 stands rejected under 35 U.S.C. § 102(b) as

bei ng antici pated by Fi scher.

Clains 1-4, 7-9, 14, 15, 19, 20 and 46 stand
rejected under 35 U.S.C. § 103(a) as bei ng unpatentabl e over

A son in view of Takaro.

W note that in claiml, line 10, the recitation of “the
ti ssue” appears to |ack antecedent basis. It is further noted
that claim45 contains a simlar limtation and provides
proper antecedent basis in line 6. During any further
prosecution of this application before the examner, it is
suggest ed t hat claim1 be anended, using |language simlar to
that of claim45, to provide proper antecedent basis for “the
tissue” or, in the alternative, to delete “the” before
“tissue.”
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Rat her than attenpt to reiterate the examner’s ful
statenent with regard to the above-noted rejections and
conflicting viewoi nts advanced by the exam ner and appell ants
regarding the rejections, we nake reference to the examner’s
answer (Paper No. 55, nmiled February 1, 1999) and the office
actions of Paper Nos. 38 and 47 (mailed January 22, 1996 and
Decenber 23, 1997, respectively) for the reasoning in support
of the rejections, and to appellants’ brief (Paper No. 54,
filed Decenber 18, 1998) and reply brief (Paper No. 56, filed

March 31, 1999) for the arguments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have

gi ven careful consideration to appellants’ specification and
clains, to the applied prior art references, and to the
respective positions as set forth by the appellants and the
exam ner. As a conse- quence of our review, we have made the
determ nation that neither of the examiner’'s rejections wll
be sustained. OQur reasoning in support of this determ nation

foll ows.
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Wth regard to the 35 U S.C. §8 102(b) rejection of
claim45 as being anticipated by Fischer, the exam ner asserts
that the trigger (rack 14 of Fischer) “is fully capable of

bei ng di sengaged with angl ed canm ng portion (the teeth of

wheel 22) when the anvil and nmagazi ne are noved to the open
position nerely by the user noving the trigger to the far
right side of the arm (17) while noving the anvil and magazi ne
to the opened position” (answer page 7). Appellants urge that

Fi scher does not disclose or suggest a
stapling apparatus having, inter alia, (1)
an actuator operatively associated with a
pusher and having an angl ed canm ng portion
formed thereon, and a trigger having

proxi mal and di stal portions, wherein the
di stal portion

i s engageable with the angl ed camm ng
portion in the closed position of the anvil
and nagazine to facilitate actuation of the
pusher, and (2) a distal portion of a
trigger disengageable with the angl ed

cammi ng portion in response to novenent of
the anvil and magazine to the open position
to prevent actuation of the pusher [brief,
page 18].

In the reply brief (page 4), appellants urge that “Fischer’s

trigger is not disengaged fromthe actuator in response to
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novenent of the jaws to the open position and can eject

staples in both the open and cl osed positions.”

We do not agree with the exam ner’s position for the
follow ng reasons. Initially, it is noted, that in Fischer
the “teeth of wheel 22" do not contact the rack (14) as
asserted by the examner. |Instead, the teeth of wheel (22)
contact the chain (20) as shown in Figure 1. |t appears that
the exam ner may have actually intended to refer to the teeth
on the pinion (15) as contacting the rack (14). Nevertheless,
our review of Fischer’s wire stitching instrunment or surgical
stapler reveals that the first and second handl es therein,
respectively having a staple magazine (a) and anvil (b)
associated therewith, and the staple ejecting mechani sm

i ncluding crank (18), sprocket wheels (19)

and (22), chain (20), rack (14) and star-wheels (26), are not

structurally associated with one another in the manner

requi red by appellants’ claim45 on appeal. Mre
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specifically, the rack (14), identified by the exam ner as
corresponding to the “trigger

assenbly” of appellants’ claim45, does not have a distal
portion that is engageable with an angled canmm ng portion of
the actuator or staple ejecting nechanismin the closed
position of the anvil (b) and staple magazine (a) to
facilitate actuation of a staple pusher and wherein the distal

portion is “disengaged with the angl ed camm ng portion in

response to novenent of said anvil and said nagazine to the
open position of the jaws to prevent actuation of the pusher”

(enphasi s added), as in appellants’ claim45.

A functional limtation nust be eval uated and con-
sidered, just like any other Iimtation of the claim for what
it fairly conveys to a person of ordinary skill in the
pertinent art in the context in which it is used. A
functional limtation is often used in association with an
el enent, ingredient, or step of a process to define a

particul ar capability or purpose that is
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served by the recited el enent, ingredient or step. Cearly,

Fi scher does not contain structure such that the rack or
trigger (14) is disengaged with the angled camm ng portion “in
response to” novenent of the jaws to the open position, as
recited in

claim45 on appeal. Instead, the novenent of the rack (14) of
Fi scher is clearly independent of the novenent of the jaws
and, as urged by appellants, Fischer’'s rack or trigger (14) is
not di sengaged fromthe actuator in response to novenent of
the jaws to the open position, but is operatively associ ated
with the actuator therein and can apparently eject staples in

both the open and cl osed positions of the jaws.

Contrary to the exam ner’s assertions in the answer
(pages 6-8), we do not see that the exam ner has given the
| anguage of claim45 on appeal its broadest “reasonable”
interpretation or that the exam ner has read the limtations
of claim45 on the structure found in Fischer in a reasonable

manner. During patent exam nation, the pending clainms nust be
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“given the broadest reasonable interpretation consistent with

t he

specification.” In re Prater, 415 F.2d 1393, 1404, 162 USPQ

541, 550 (CCPA 1969). The

PTO applies to the verbiage of the proposed
cl aims the broadest reasonabl e nmeani ng of
the words in their ordinary usage as they
woul d be understood by one of ordinary
skill in the art, taking into account

what ever enlighten- nment by way of
definitions or otherw se that

may be afforded by the witten description
contained in applicant's specification.

In re Mrris, 127 F.3d 1048, 1054, 44
USPQd 1023, 1027 (Fed. Gr. 1997).

The broadest reasonable interpretation of the clainms nust also
be consistent with the interpretation that those skilled in

the art woul d reach. In re Cortright, 165 F.3d 1353, 1359, 49

USPQ2d 1464, 1468 (Fed. Cr. 1999).

Mor eover, Fischer |acks additional structural
el enents recited in claim45 on appeal. Caim45 recites “a
second handl e having an anvil at a distal end” (line 4) and “a

10
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trigger assenbly having a trigger slidably connected to said

second handl e” (l'ine 12) (enphasis added). Although the

exam ner never indicates which elenent of Fischer is
considered to conprise the “anvil,” we consider that one of

ordinary skill in the art

woul d have appreciated that the depressions 33 in jaw (b) of

Fi scher’s instrunment constitute an anvil. Cearly, the handle
of Fischer that includes the “anvil” does not include a
slidably connected trigger as clained. Instead, the trigger

(14) of Fischer as identified by the exam ner is connected to
t he handl e which corresponds to appellants’ clainmed “first

handl e” carrying the staple nmagazine.

For the reasons noted above, the exam ner’s

rejection of claim45 under 35 U.S.C. §8 102(b) will not be

sust ai ned.

11
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Wth regard to the 35 U S.C. § 103 rejection of
clainms 1-4, 7-9, 14, 15, 19, 20 and 46 as bei ng unpatentabl e
over Ason in view of Takaro, appellant asserts that

[n]either A son nor Takaro disclose a
stapling apparatus having, inter alia, a
trigger operatively connected to the staple
pusher when the jaw nenbers are in the

cl osed position, and being inoperatively
associated wth the staple pusher when the
j aw menbers are in the open position,
wherein the trigger is noved from operative
connection to inoperative association in
response to novenent of the jaw nenbers
fromthe closed to the open position

[ brief, page 13].

In this section of the brief, appellants further urge that
“Ason’s staple trigger 48 is always in operative association
with the staple pusher 46 and therefore staples can di sadvan-
tageously be fired when the jaws are open” and that “Takaro’s
catch nmechanism 32 including tip 33 can be noved into and out
of engagenment with pin 38 manually to prevent or permt firing
of the staples regardl ess of whether the jaws are in the open
or closed position.” The exam ner urges that “Takaro

di scl oses a

12
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trigger that is capable of being operatively connected to the

st apl e pusher when the jaw nenbers are in the closed position
by the user releasing the latch (13) to allow the pusher to
drive staples out of the housing and against the anvil”
(answer, page 4), and that “Takaro’s trigger is fully

capabl e of being noved from operative connection to

i hoperative association with the staple pusher in response to

novenent of the jaw nenbers fromthe closed to the open
position by the user noving the latch (13) sinultaneously with
t he novenent of the jaw nmenbers fromthe closed to the open

position, as shown in Figures 2 and 4” (answer, page 5).

We agree with appellants position that “[n]either
A son nor Takaro disclose a stapling apparatus having, inter
alia, atrigger operatively connected to the staple pusher
when the jaw nenbers are in the closed position, and being
i noperatively associated with the staple pusher when the jaw
menbers are in the open position, wherein the trigger is

noved from operative connection to inoperative association in

13



Appeal No. 1999- 2065
Appl i cation 08/651, 502

response to novenent of the jaw nmenbers fromthe closed to the
open position” (brief,

page 13). Moreover, we do not agree with the exam ner’s
position regarding the Takaro patent. Again, we note that a
functional limtation nmust be eval uated and consi dered, just
like any other limtation of the claim for what it fairly
conveys to a person of ordinary skill in the pertinent art in
the context in which it is used and that a functional
[imtation is often used in association with an el enent,
ingredient, or step of a process to define a particular
capability or purpose that is served by the recited el enent,
ingredient or step. While the trigger (1), as identified by
t he exam ner (answer, page 4), of Takaro nay be “capabl e of

bei ng noved from operative connection to inoperative

association wth the staple pusher” as asserted by the

exani ner

at page 5 of the answer, the clains specifically require “said
trigger being noved from operative connection to inoperative

association with the staple pusher in response to novenent of

14
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the jaw nenbers fromthe closed to the open position” (claim
1, lines 14-16, enphasis added). The exam ner states that “it
remai ns uncl ear what structure is being clainmed that provides

for the trigger to be noved in response to novenent of the jaw

menbers fromthe closed to the open position” (answer, pages 5
and 6). W consider that this functional recitation requires
a structural interrelationship between the trigger, the staple
pusher and the jaw nenbers such that the device is capabl e of
performng this function. Cearly, Takaro |acks any such
structural interrelationship. Thus, the novenent of the latch
(13) of Takaro to the inoperative position by a user (i.e. as
depicted in Figure 2 of Takaro), is not “in response to” nove-
ment of the jaw nenbers fromthe closed to the open position.

I nstead, the latch (13) of Takaro is clearly noved to the

i noperative position by direct action of the user. This
nmovenent by the user is independent of the novenent of

the jaw nenbers. Accordingly, the exam ner’s rejection of

claim1l and dependent clains 2-4, 7-9, 14, 15, 19, 20 and 46

under 35 U.S.C. 8 103 will not be sustai ned.

15
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CONCLUSI ON

To summari ze, none of the examner’s rejections is

sustai ned. The decision of the exam ner is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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Nei | D. Gershon

United States Surgical Corporation
150 d over Avenue

Norwal k, CT 06856
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